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DETAILED ACTION 

This communication is a First Action Non-Final on the merits. Claims 1-7, as 
originally filed, are currently pending and have been considered below. 

Claim Objections 

1 . Claims 2, 3, 5 and 6 are objected to because of the following informalities: The 
claims do not end in a period and each claim must begin with a capital letter and end with 
a period per MPEP 608.01(m). Appropriate correction is required. 

2. Claim 4 is objected to because of the following informalities: A properly written 
independent claim requires a preamble, transition language (i.e. comprising, consisting) 
followed by the body of the claim this allows for the proper understanding of the claimed 
invention Appropriate correction is required. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-3 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. The phrase "agent means" lacks clear and 
precise definition within the specification. The language of the claim, considered as a 
whole in light of the specification and given its broadest interpretation is such that a 
person of ordinary skill in the art would read it with more than one reasonable 
interpretation therefore rendering it indefinite. 
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4. Claims 1 and 4 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Regarding Claims 1 and 4 the word "agent" precedes the word "means" in an 
attempt to use a "means" clause to recite a claim element as a means for performing a 
specified function. However, since no fimction is specified by the word preceding 
"means," it is impossible to determine the equivalents of the element, as required by 35 
U.S.C. 1 12, sixth paragraph. See Ex parte Klumb, 159 USPQ 694 (Bd. App. 1967). It is 
necessary for the words, which precede means to convey a fimction to be performed. For 
example, the phrase latch means is definite because the word latch conveys the fimction 
latching. In general, if the phrase can be restated as means for and it still makes sense, it 
is definite. In the above example, latch means can be restated as means for latching. This 
is clearly definite. However, if means is restated as means for agenting, the phrase makes 
no sense because the word agent has no fimctional connotation, and the phrase is 
indefinite. 

5. Claim 7 is rejected imder 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The phrase "program or suite of programs" is indefinite. The 
language of the claim, considered as a whole in light of the specification and given its 

broadest interpretation is such that a person of ordinary skill in the art would read it with 
more than one reasonable interpretation and would not be able to discern the metes and 
bounds of the claim, therefore rendering it indefinite. 
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Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and usefiil improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

6. Claims 1-3 are rejected under 35 U.S.C. 101 because the claimed invention is 

directed to non-statutory subject matter. An "apparatus" defined merely by software or 
terms synonymous with software is not deemed statutory. The apparatus as recited does 
not have any structural definition within the claims and the specification does not 
disclose any structure relationship to said apparatus. Without the structure, the apparatus 
does not fit within the four statutory classes of method, apparatus, an article of 
manufacture and composition of matter. 

7. Claims 1 and 4 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The phase "agent means" as interpreted in the 
claims, in light of the lack of definition provided in the specification, can be reasoned to 
be human beings performing the steps within the process and whereby humans are do not 
fit into the four statutory classes of method, apparatus, an article of manufacture and 
composition of matter. 

8. Claims 4-6 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 4-6 recite a process for performing negotiations. This process is not 
deemed statutory unless it is; 1) tied a particular machine or, 2) transforms underlying 
subject matter (such as an article or materials) to a different state or thing. If neither of 
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these requirements is met by the claim, the method is not a patent eligible process under 
§101 and is non-statutory subject matter. 

The claims, as disclosed recite, "a method for performing negotiations using a 
plurality of computer-based agent means" where "agent means" is reasoned to be 
software per se, fimctional descriptive material, not clearly on any medium. There is also 
no transformation presented within the subject matter. Therefore, these claims do not 
qualify as a statutory process. 

1 . Claim 7 is rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. A "computer program or suite of computer programs" is 
software per se, not clearly on any medium where "for use with one or more computers" 
is intended use language holding no statutory weight. Therefore, it does not fit into the 
four statutory classes of method, apparatus, an article of manufacture and composition of 
matter. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1 . Claims 1-7 are rejected under 35 U.S.C. 102(b) as being anticipated by Ausubel 
(5.905.975) hereinafter "Ausuber. 
Referring to Claims 1, 2, 4, and 5: 
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Ausubel discloses an apparatus and method for supporting an auction system (Fig 2), 
where an auction is a type of negotiation, that provides the means for initiating 
interactions within the system (Fig 2), means for defining a pluraHty of negotiating 
phases (Fig 3 A) where responses to phases can constrain (modify, delete information 
relevant to bid) the responses to subsequent phases (Fig 3B and 3C and sect 3 lines 51- 
59) to provide for a dynamically negotiated agreement in accordance with said phase (Fig 
3C) where the overall negotiating possibilities can be constrained relative to the prior 
decisions (Figs 3c and 8 and sec 1 lines 67 through sec 2 line 2). 
Referring to Claims 3 and 6: 

Ausubel discloses an auction system with the means for and the method of; using 
messages to detail what type of auction (sect 2 lines 33-37); using bidding rules to 
specify the interactions required in said auction (sect 2 lines 39-50) and; retrieving the 
processes from the system (sect 2 lines 30-32). 
Referring to Claim 7: 

Ausubel discloses a computer implemented system and method of executing the auction 
(Abstract). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Preist et al (US 2002/0120588) which discloses a computer system 
for allowing negotiation between a plurality of entities. Conklin et al. (6,141,653) which 
discloses a multivariate negotiations engine for iterative bargaining. 

Contact Information 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SHEWANA SKINNER whose telephone number is 
(571)270-7141. The examiner can normally be reached on Monday-Friday 8:00am to 
4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Janice Mooneyham can be reached at 571-272-6805. The fax number for the 
organization where this application or proceeding is assigned is 571-272-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Elecfronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/SHEWANA SKINNER/ 
Examiner, Art Unit 3689 

/Janice A. Mooneyham/ 

Supervisory Patent Examiner, Art Unit 3689 
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